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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I, claims 1-46, in the reply filed on 
10/02/2006 is acknowledged. The traversal is on the ground(s) that the example 
provided by the examiner as to why the groups are distinct is incorrect because the 
apparatus claims recite the language "for cutting the inner side of a patella". This is not 
found persuasive because the language "for cutting the inner side of a patella" in the 
apparatus claims 47-50 is being recited functionally , and therefore, the device claims 
47-50 need only be capable of cutting the inner side of a patella, or having an arm 
positionable under the patella, i.e. capable of being positioned, under the patella. It is 
possible that a cutting device could be capable of cutting the inner side of a patella, or 
having an arm positionable, but not intended for that particular use of the claimed 
methods. 

Claims 47-50 withdrawn from further consideration pursuant to 37 CFR 1 .142(b), 
as being drawn to a nonelected invention, there being no allowable generic or linking . 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed 
on 10/02/2006. 

The requirement is still deemed proper and is therefore made FINAL. 

Specification 

The disclosure is objected to because of the following informalities: 
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On page 1 of the specification, line 12, it appears that the text should read -- 
March 1, 2001—, rather than the currently recited "March 1, 2000". 

On page 2 of the specification there are multiple typos present in the heading, 
"Background of the Invention". 

Appropriate correction is required. 

Information Disclosure Statement 

The information disclosure statement filed 10/14/2003 has been placed in the 
application file, but some of the information referred to therein (the Non-Patent 
Literature listed on sheets 6-7) has not been considered as to the merits because the 
examiner does not know the location of this NPL. It is assumed that Applicant has 
already submitted the NPL in one of the many previous, older paper-file parent 
applications; however, these paper-files have not been scanned into the electronic IFW 
system and will need to be ordered. Due to the numerous quantities of parent 
applications, the examiner is requesting that Applicant specify which parent cases 
contained the aforementioned NPL so that the appropriate paper files can be efficiently 
ordered and reviewed. 

Claim Objections 

Claim 24 is objected to because of the following informalities: In claim 24, lines 
3, "to defining" should be changed to -to define- to be grammatically correct. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,4-9, 13-15, 18, 24 and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Stein (U.S. Patent No. 5,571,196). 

Stein discloses a method of performing surgery on a leg of a patient comprising 
making an incision in a knee portion of the leg (FIG. 1), displacing a patella in the knee 
portion of the leg from a normal position to an offset position with an inner side of the 
patella facing inward (FIG. 1); and positioning a cutting tool proximal to at least one of 
an upper or a lower portion of the leg (FIG. 7). The method further comprises cutting an 
end surface of at least one of the upper or lower portions of the leg. The method further 
comprises moving at least one implant through the incision while the patella is offset 
from the normal position with the inner side of the patella facing inward (FIG. 12); and 
(indirectly) connecting the at least one implant with the cut end portion of at least one of 
the upper or lower portions of the leg (FIG. 12). The method includes connecting a 
guide member to at least one of the upper or lower portions of the leg (FIG. 9). The 
guide member is connected to the upper portion of the leg, the upper portion being a 
femur, the guide member including a first end portion in engagement with a lateral 
condyle of the femur, the first end portion offset medially from a lateral edge portion of 
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the lateral condyle, and a second end portion in engagement with a medial condyle of 
the femur, the second end portion offset laterally from a medial edge portion of the 
medial condyle (FIG. 9, see opposed slots on ref. #90). The method further comprises 
cutting the lateral and medial condyle of the femur (FIG. 9). The method further 
comprises moving at least one femoral implant (ref. #30) through the incision while the 
patella is offset from the normal position with inner side of the patella facing inward (see 
detached patella of FIG. 1); and connecting the at least one femoral implant with the cut 
lateral and medial condyle of the femur (FIG. 10). The method further comprises moving 
a guide member (FIG. 9) into the incision, the guide member including opposite ends 
spaced apart by a distance that is less than a distance between a lateral epicondyle and 
a medial epicondyle on a femur; positioning the guide member on the femur in the leg of 
the patient with the opposite ends of the guide member aligned with an axis through the 
lateral and medial epicondyles; positioning the cutting tool (ref. #92) on the guide 
member; and moving the cutting tool along a guide surface on the guide member to cut 
the lateral and medial epicondyles on the femur. The method further comprises cutting 
the inner side of the patella in the knee portion of the leg (FIG. 2), wherein the inner side 
of the patella faces towards a posterior portion of the knee portion of the leg and 
includes removing at least a portion of the inner side of the patella (being interpreted as 
non-simultaneous). The method further comprises moving at least one patella implant 
through the incision; and connecting the at least one patella implant to the cut inner side 
of the patella. The method further comprises supporting the patient with the lower 
portion of the leg suspended from the upper portion of the leg, wherein the lower portion 
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remains suspended from the upper portion while the incision is made in the knee portion 
of the leg and the patella is moved to the offset position with the inner side of the patella 
facing inward (FIG. 1). The method further comprises initiating a cut with the cutting tool 
along an end portion of at least one of the upper or lower portions of the leg to define a 
cutting surface (FIG. 7-8); and completing the cut while guiding the cutting tool along the 
cutting surface formed during making of the initial cut in an end portion of at least one of 
the upper or lower portions of the leg (FIG. 9-10). The method includes making the 
incision in the knee portion adjacent to a medial edge portion of the patella. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stein 
(U.S. Patent No. 5,571,196). 

Stein discloses the claimed method except for the incision having a length 
between about seven and thirteen centimeters. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make an incision of 
Stein between the length of seven to thirteen centimeters, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
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optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 
233. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stein 
(U.S. Patent No. 5,571,196) in view of Vukovic (U.S. Patent No. 4.369,768). 

Stein discloses the claimed method except for moving a leading end of an 
endoscope through the incision to view the knee. 

Vukovic discloses moving a leading end of an endoscope through the incision to 
view the knee to minimize the risks associated with knee surgery (col. 1, lines 24-26). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made perform the method of Stein including moving a leading end of an 
endoscope through the incision to view the knee in view of Vukovic to minimize the risks 
associated with knee surgery. 

Allowable Subject Matter 

Claims 2-3, 10-12, 16, 17, 19-21,2 3, 25-27 and 30 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Claims 31-46 are allowed. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Hoffman whose telephone number is 571-272- 
5566. The examiner can normally be reached on Monday-Friday 9:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo C. Robert can be reached on 571-272-4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




